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DETAILED ACTION 
Response to Amendment 

1 . The present Office action is made in response to the amendment of Dec. 14, 
2005. It is noted that in the mentioned amendment, applicant has amended claim 1 . The 
pending claims 1-33 and 36-37 are examined in this Office action. Note that claim 34-35 
and 38-39 were canceled by applicant in the amendment of March 24, 2005. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-2, 6-13 and 18-31 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

a) Claim 1 is rejected under 35 USC 112, second paragraph because it is unclear 
about the structure of the illuminating means, the table supporting a sample and 
the objective as claimed. In particular, it is unclear how the illuminating light 
beam is able to converge at the same point in a space when the 
illuminating light passes through the sample and when the illuminating 
light does not pass through the sample. Applicant should note that the 
illuminating light is converged at a point in a space (see lines 2-4 of the 
claim) without passing through a sample. When a sample is placed in the 
illuminating light path, the illuminating light incidents onto the sample and 
thus the illuminating light will not converge into the mentioned converged 



Application/Control Number: 09/810,523 Page 3 

Art Unit: 2872 

point in a space. In other words, the presence of the sample in the 
illuminating light will change the position of light after it passes through 
the sample due to the thickness and the optical characteristics of the 
sample. The feature thereof "said illumination light... said converging point" 
recited on lines 9-10 makes the claim indefinite because it is unclear about the 
structure of the illuminating means, the table supporting a sample and the 
objective as claimed. 

b) The remaining claims are dependent upon the rejected base claim and thus 
inherit the deficiency thereof. 

Claim Rejections - 35 USC § 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claims 1 and 6, as best as understood, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Greenberg (U.S. Patent No. 5,305,139, of record) in view of 
Greenberg (U.S. Patent No. 5,684,626, of record). 

Greenberg, Patent No. '139, discloses a microscope having an illuminating 
system. The device as described in columns 3-5 and 7-12 and shown in fig. 2 
comprises an illuminating system for providing light which is converged onto a 
point in space, a stage for supporting a sample located between the illuminating 
system and the converged point, and an objective system disposed after the 
converging point for receiving light passing through the sample. It is noted that 
Greenberg does not disclose that the illuminating system comprises a single light 
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source as claimed. However, the use of a single light source in place of plural 
light sources is known to one skilled in the art as can be seen in the microscope 
provided by the same inventor, Greenberg, in his Patent No. , 626. In particular, in 
the microscope described in the Patent No. '626, Greenberg discloses two 
embodiments in which one embodiment the illuminating system comprises a 
plurality of light sources (see columns 4-7 and figs. 4-7) and in other 
embodiment, the illuminating system comprises a single light source. See 
columns 8-9 and figs. 12-13. Thus, it would have been obvious to one skilled in 
the art at the time the invention was made to modify the microscope as provided 
by Greenberg in his Patent No. '139 by using a single light source as suggested 
by the system Greenberg in his Patent No. '626 for the purpose of reducing the 
number of light sources being used and for improving the continuous center 
aperturing illumination. 

6. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Greenberg (U.S. Patent No. 5,305,139, of record) in view of Greenberg (U.S. Patent No. 

5,684,626, of record) as applied to claim 1 above and further in view of Shimada et al 

(U.S. Patent No. 6,043,475, of record). 

The microscope having an illuminating system as provided by Greenberg does 
not disclose that the movement of the objective lens for focusing with respect to 
the diffractive image plane and the sample. However, the movement of an 
objective lens and the movement of a condenser lens with respect to an object to 
be illuminated and/or imaged as well as the diffracting image plane in a 
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microscope is known to one skilled in the art as can be seen in the microscope 
provided by Shimada et al. See column 15 and fig. 14. Thus, it would have been 
obvious to one skilled in the art at the time the invention was made to modify the 
microscope provided by Greenberg by adjusting the position of the objective lens 
with respect to the object as suggested by Shimada et al for the purpose of 
adjustment the focusing of the objective lens. 
7. Claims 7-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Greenberg (U.S. Patent No. 5,305,139, of record) in view of Greenberg (U.S. Patent No. 
5,684,626, of record) as applied to claim 1 above and further in view of Ellis (of record). 
The microscope having an illuminating system as provided by Greenberg 
discloses the use of polarization elements in the illuminating light path as well as 
in the observed light path. Greenberg does not clearly disclose that the 
polarization elements and the sample are able to rotate as claimed. However, the 
use of a microscope having polarization elements and an illuminating system for 
provided illuminating light to the polarization elements and then illuminating an 
object wherein the polarization elements and the object are rotated is known to 
one skilled in the art as can be seen in the microscope provided by Ellis. See 
columns 6-7. Thus, it would have been obvious to one skilled in the art at the 
time the invention was made to modify the microscope provided by Greenberg by 
rotating the polarization elements and the sample as suggested by Ellis for the 
purpose of varying the illumination and/or observation patterns and the different 
areas of the object to be illuminated/observed. 
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8. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Greenberg (U.S. Patent No. 5,305,139, of record) in view of Greenberg (U.S. Patent No. 
5,684,626, of record) and Ellis as applied to claim 7 above, and further in view of 
Shimada et al. 

The microscope having an illuminating system and rotatable polarization 
elements and sample as provided by Greenberg and Ellis does not disclose that 
the movement of the objective lens for focusing with respect to the diffractive 
image plane and the sample. However, the movement of an objective lens and 
the movement of a condenser lens with respect to an object to be illuminated 
and/or imaged as well as the diffracting image plane in a microscope is known to 
one skilled in the art as can be seen in the microscope provided by Shimada et 
al. See column 15 and fig. 14. Thus, it would have been obvious to one skilled in 
the art at the time the invention was made to modify the microscope provided by 
Greenberg and Ellis by adjusting the position of the objective lens with respect to 
the object as suggested by Shimada et al for the purpose of adjustment the 
focusing of the objective lens. 

Allowable Subject Matter 

9. Claims 3-5, 14-17, 32-33 and 36-37 allowed. 

10. Claims 18-31 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 
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Response to Arguments 

1 1 . The amendments to claim 1 are not sufficient to overcome the rejection of claims 
1-2, 6-13 and 18-31 under 35 USC 112, second paragraph, and applicant's arguments 
filed on 12/14/2005 have been fully considered but they are not persuasive. 

A) Regarding to the rejection of claims 1-2, 6-13 and 18-31, it is noted that the 
amendments to claim 1 are not sufficient to overcome the rejection of claims 1-2, 6-13 
and 18-31 under 35 USC 112, second paragraph, and applicant's arguments filed on 
12/14/2005 have been fully considered but they are not persuasive. Applicant has 
argued that the claim language is clear to one skilled artisan (see amendment, page 
14); however, a bare statement as provided is not persuasive. 

Applicant should note that the device as claimed in claim 1 is rejected under 35 
USC 112, second paragraph because it is unclear about the structure of the 
illuminating means, the table supporting a sample and the objective as claimed. 
In particular, it is unclear how the illuminating light beam is able to 
converge at the same point in a space when the illuminating light passes 
through the sample and when the illuminating light does not pass through 
the sample. Applicant should note that the claim recites an illuminating 
mans for providing a single illumination light which light is converged at a 
point in a space (see lines 2-4 of the claim) without passing through a 
sample. When a sample is placed in the illuminating light path, the 
illuminating light incidents onto the sample and thus the illuminating light 
will not converge into the mentioned converged point in a space. In other 
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words, the presence of the sample in the illuminating light will change the 
position of light after it passes through the sample due to the thickness 
and the optical characteristics of the sample. In other words, the feature 
thereof "said illumination light.. .said converging point" recited on lines 9-10 make 
the claim indefinite because it is unclear about the structure of the illuminating 
means, the table supporting a sample and the objective as claimed. 
B) Regarding to the rejection of claims 1 and 6 under 35 USC 103(a) over the art 
of Greenberg (U.S. Patent Nos. 5,305,139 and 5,684,626), applicant's arguments 
provided in the amendment, pages 15-18, have been fully considered but they are not 
persuasive. 

First, in response to applicants arguments against the references individually, 
one cannot show nonobviousness by attacking references individually where the 
rejections are based on combinations of references. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 
USPQ 375 (Fed. Cir. 1986). 

Second, applicant's arguments do not comply with 37 CFR 1 .1 1 1(c) because 
they do not clearly point out the patentable novelty which he or she thinks the 
claims present in view of the state of the art disclosed by the references cited or 
the objections made. Further, they do not show how the amendments avoid such 
references or objections. Applicant has argued that Greenberg in his Patent No. 
'626 does not disclose a single light source (see amendment, pages 16-17). The 
Examiner respectfully disagrees. In the embodiment as provided in column 8 and 
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shown in figs. 12-13, Greenberg indeed discloses a single ring light (76) for 
providing a single illuminating ring light. While the present claim 1 recites an 
illuminating means having a single point light source for emitting a single beam of 
light; however, the present claim does not recite any specific limitation/feature of 
the single point light source for emitting a single beam of light to make the 
illuminating means claimed different from the illuminating system provided by 
Greenberg. 

Regarding to the applicant's arguments that the light in the patent < 626 of 
Greenberg is not converged into a point in space, the examiner respectfully 
invited the applicant to review the rejection in which the Patent '626 of Greenberg 
is used as a secondary reference in the combination of two references. The 
primary reference, i.e., U.S. Patent ( 139, used as a primary reference, discloses 
an illuminating system wherein the light from the illuminating system is 
converged into a point in space. The secondary reference, i.e., Patent '626, is 
used to show to one skilled in the art that a single light source can be used in the 
illuminating system provided by the primary reference, i.e., Patent '139, for the 
purpose of providing a single illuminating light. The process of convergence the 
illuminating light is disclosed in the primary reference, Patent '139. 
In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established 
by combining or modifying the teachings of the prior art to produce the claimed 
invention where there is some teaching, suggestion, or motivation to do so found 
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either in the references themselves or in the knowledge generally available to 
one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 
(Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, each of the Patents discloses an illuminating system for a 
microscope. The use of type of light sources in the primary reference includes 
many types of light sources as can be seen in the primary reference, Patent '139, 
column 10, lines 22-32 and 63-68. In this aspect, the use of a single ring light 
(76) for providing a single illuminating ring light in an illuminating system for a 
microscope is provided by the same inventor in the Patent '626. Thus, it would 
have been obvious to one skilled in the art at the time the invention was made to 
modify the microscope as provided by Greenberg in his Patent No. '139 by using 
a single light source as suggested by the system Greenberg in his Patent No. 
'626 for the purpose of reducing the number of light sources being used and for 
improving the continuous center aperturing illumination. 
C) Regarding to the rejections of claims 2 and 7-13 under 35 USC 103(a) over 
the combination of arts provided by Greenberg, Shimada et al, and Ellis, it is noted that 
the applicant has not provided any specific arguments, and thus those claims are still 
rejected for the same reasons as set forth in the previous Office action and repeated in 
this Office action. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thong Q. Nguyen whose telephone number is (571) 
272-2316. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew A. Dunn can be reached on (571) 272-2312. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact (jhe Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). " ' 
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